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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 

Specification 

1 . The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicants cooperation is requested in correcting 
any errors of which applicant may become aware in the specification. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-16 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The claims are rejected because it is not clear if the engine oil is an additive that 
is included in the diesel fuel or if the oil is already present in the combustion system. 
Also, does the combustion system comprise at least 3% mass soot loading or is the oil 
formulated to accommodate this amount of soot loading. Clarification and/or correction 
are required. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-8 and 11-17 are rejected under 35 U.S. C. 103(a) as being 

unpatentable over Dorer 4,664,677. 

Dorer teaches a fuel composition for internal combustion comprising a 

manganese containing compound (see abstract). The teaching of internal combustion 

engines suggests at least one of the component of claims 12 and 17. The compounds 

may be inorganic or organic. Examples of the inorganic compounds include 

manganese oxides, manganese hydroxides and manganese carbonates (see col. 1, line 

65 through col. 2, lines 1-2). The organic compounds may be salts of carboxylic 

sulfonic and phosphorus acid (see col. 2, lines 7-17). The fuel composition contains in 

an amount of about 1-1000 ppm and the fuel may be diesel (see col. 7, lines 13-18, 26- 

43; Example VII). The additive may be prepared as a concentrate comprising mineral 

oil (see col. 7, lines 54-62). Since Dorer is concerned with harmful emissions, it stands 

to reason that he would employ a low sulfur diesel fuel to further reduce the amount of 

pollutants. 

Dorer teaches the limitations of the claims other than the methods of claims 1 
and 1 5. However, the discovery of a previously unappreciated property of a prior art 
composition does not render the old composition patentably new to the discoverer. 
Thus the claiming of a new use, new function, or unknown property does not 
necessarily make the claims patentable. 

Dorer does not teach the limitation regarding soot loading. However, it would be 
reasonable to expect that Dorer would meet this limitation given that he teaches a 
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similar diesel fuel containing a manganese compound that is used in the same 
environment as the fuel composition of Applicant. 

6. Claims 1-3 and 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over 5,944,858. 

Wallace teaches a fuel composition comprising one or more fuel soluble 
manganese carbonyl compounds. The composition improves combustion 
characteristics such as less soot, smoke, carbonaceous products and noxious 
emissions (see abstract). The manganese compound may be methylcyclopentadienyl 
manganese tricarbonyl and is present in the fuel composition in an amount form 0.1-5 
ppm (see col. 3, lines 51-54; col. 4, lines 16-18). The fuel may be diesel fuel or fuel 
derived from vegetable oils (biodiesel) (see col. 12, lines 66-68; col. 13, lines 7-8). 
Wallace teaches that the diesel fuel meets BS 2869 specifications (sulfur content less 
than 1%). This amount encompasses 30 ppm sulfur (see col. 13, lines 22-29). The fuel 
composition also contains solvent neutral oil (engine oil)(see Examples 1-3). Wallace 
tests his fuel in turbocharged diesel engines (see col. 20, lines 48-50). This teaching 
encompasses variable-scroll turbochargers/variable geometry turbochargers of claims 
12 and 17. 

Wallace teaches the limitations of the claims other than the soot loading 
limitation. However, it would be reasonable to expect that Wallace would meet this 
limitation given that he teaches a similar diesel fuel containing a manganese compound 
that is used in the same environment as the fuel composition of Applicant. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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